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DETAILED ACTION 

Claim Rejections - 35 USC §102 
\. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-5, 10, 1 1, 12, 14-17, 22, 23, 24-28, and 29-34 are rejected under 35 
U.S.C. 102(e) as being clearly anticipated by U.S. Patent No. 6,636,733 by Helferich. 

Regarding claim 1, Helferich discloses a method for delivering messages in a network 
comprising at least one terminal device (Fig. 1; col. 3, lines 22-33; col. 5, lines 15-20), 
comprising: generating a message; setting a condition for receiving said message; deciding 
whether said message is to be received by a terminal device based on said condition; and 
transmitting said message to said terminal device based on deciding whether the message is to be 
received (col. 9, line 25 - col. 10, line 30). 

Regarding claim 2, the method of claim 1, wherein Helferich further discloses said 
setting step is performed by a terminal device (col. 9, lines 57-60; col. 10, lines 5-7 and lines 17- 
22). 

Regarding claim 3, the method of claim 1, wherein Helferich further discloses said 
condition is a location of said terminal device (col. 10, lines 22-26). 
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Regarding claim 4, the method of claim 1, wherein Helferich farther discloses including 
information regarding said condition in an optional field of said message (col. 3, lines 28-33; col. 
10, lines 17-26). 

Regarding claim 5, the method of claim 1, wherein Helferich further discloses 
determining whether said terminal device is inactive or busy when said condition is not met (col. 
9, lines 25-65). 

Regarding claim 10, the method of claim 1, wherein Helferich further discloses said 
message is a multimedia message (col. 7, lines 56-67). 

Regarding claim 1 1, the method of claim 1, wherein Helferich further discloses said 
network is a mobile network (Fig. 1,14) and said terminal device is a mobile terminal device 
(Fig. 1, 10) (col. 3, lines 22-33; col. 5, lines 15-20). 

Regarding claim 12, Helferich discloses a network system for delivering messages in a 
network (Fig. 1; col. 3, lines 22-33; col. 5, lines 15-20), comprising: a terminal device (Fig. 1, 
10); and a message delivering device (col. 6, lines 2-4) comprising a deciding means configured 
to decide whether a message is to be received by said terminal device based on a condition for 
receiving said message, and a transmitting means configured to transmit said message to said 
terminal device based on said deciding means determining whether the message is to be received 
(col. 9, line 25 - col. 10, line 30). 

Regarding claims 14-17, 22, and 23, please see the rejections of claims 2-5, 10, and 1 1 
mentioned above, respectively, to reject the system in claims 14-17, 22, and 23. 

Regarding claim 24, a report delivery condition setting device or email server (Fig. 1, 
16), comprising: a setting means configured to set a condition for receiving a message by a 
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terminal device (Fig. 1, 10); and a supplying means configured to supply said message including 
said condition to a message delivering device or message processor (Fig. 1,18) (col. 7, lines 56- 
67; col. 9, line 25 - col. 10, line 30). 

Regarding claims 25-28, please see the rejections of claims 3,4, 10, and 1 1 mentioned 
above, respectively, to reject the report delivery condition setting device in claims 25-28. 

Regarding claim 29, a message delivering device or message processor (Fig. 1,18) 
configured to deliver in a network (Fig. 1) a message for which a condition for receiving said 
message by a terminal device (Fig. 1, 10) is set, comprising: a deciding means configured to 
decide whether said message is to be received by said terminal device based on said condition; 
and a transmitting means configured to transmit said message to said terminal device based on a 
result of said deciding means (col. 7, lines 56-67; col. 9, line 25 - col. 10, line 30). 

Regarding claims 30-34, please see the rejections of claims 3-5, 10, and 1 1 mentioned 
above, respectively, to reject the message delivering device in claims 30-34. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 6-9 and 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Helferich, as applied to claims 1 and 12 above, respectively, in view of U.S. Patent No. 
6,289,223 by Mukherjee et al, hereinafter Mukherjee. 
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Regarding claim 6, the method according to claim 1, wherein Helferich does not disclose 
deciding whether an originator of said message is permitted to receive a delivery report; and 
transmitting said delivery report to the originator of said message only when said originator of 
said message is permitted the delivery report. 

Mukherjee discloses a system and method for enabling an originating mobile unit to 
deliver SMS messages to a select plurality of destination mobile units (see Abstract; col. 3, line 
46 - col. 4, line 37). Wherein Mukherjee further discloses the step of deciding whether the 
originator of said message is permitted to receive a delivery report, and transmitting said delivery 
report to the originator of said message only in case said originator of said message is permitted 
(col. 6, lines 13-30). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the method of Helferich to include the originator of said message is 
permitted to receive a delivery report as taught by Mukherjee. One of ordinary skill in the art 
would have been lead to make such a modification since the originator of said message can 
receive a delivery report based on successful transmission and there are no user restrictions in 
message delivery to a group of users based on interrogation of a multipoint user group database. 

Regarding claim 7, the method of claim 6, wherein Mukherjee further discloses: storing a 
list of originators of messages, which are permitted to receive delivery reports, in a database (col. 
6, lines 13-30). 

Regarding claim 8, the method of claim 6, wherein Mukherjee further discloses: defining 
a group of users which are allowed to receive delivery reports; wherein whether the originator of 
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said received message is a member of said group of users is determined during, said deciding step 
(col. 6, lines 13-30). 

Regarding claim 9, the method of claim 8, wherein Mukherjee further discloses: adding a 
group identifier identifying said group of users to said message (col. 3, line 46 - col. 4, line 37). 

Regarding claims 18-21, please see the rejections of claims 6-9 mentioned above, 
respectively, to reject the system in claims 18-21. 

5. Claims 35-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over Helferich in 

e 

view of Mukherjee. 

Regarding claims 35-39, please see the rejections of claims (1 and 6 for claim 35), 7, 3, 
10, and 1 1 mentioned above, respectively, to reject the terminal device in claims 35-39. 

Response to Arguments 

6. All claim objections and 35 U.S.C. 1 12 rejections cited in the Non-Final Office action 
filed on 1 1-17-2004 are withdrawn. 

7. Applicant's arguments with respect to claims 1-12 and 14-39 have been considered but 
are moot in view of the new ground(s) of rejection. 

8. Accordingly, this action is FINAL. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will'the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

10. Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

(571) 273-8300 (for formal communications intended for entry) 

Or call: 

(571) 272-2600 (for customer service assistance) 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa Hashem whose telephone number is (571) 272-7542. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (571) 272-2600. 
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12. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



